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DETAILED ACTION 

Election/Restrictions 

1. Claims 15-18 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 1 1/12/2007. 

Drawings 

2. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: 

(1) 101 and 301 in Fig. 8; 

(2) 101, 201 and 301 in Fig. 9; 

(3) 101,201,301 and 401 in Fig. 10. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d), or amendment to 
the specification to add the reference character(s) in the description in compliance with 
37 CFR 1 .121(b) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will be 
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notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-3, 6-8, 10-13, 19-21, 24-26 and 28-31 are rejected under 35 
U.S.C. 102(b) as being anticipated by Mukai (US 6,466,329). 

(1) regarding claims 1 and 19: 

Mukai '329 discloses an image forming system (Fig. 1) comprising: 
image forming means that forms an image relating to subject data on a recording 
medium having holding means that holds identification information specific to the 
recording medium (column 4, lines 64-67 and column 5, lines 1-3, where the assigned 
page ID is printed on the page that would have the identification information); 

detecting means that detects the identification information held by the holding 
means of the recording medium (column 6, lines 63-67, where the scanner detects the 
ID from the paper); 

database means (column 6, lines 56-58, database server) that, in accordance 
with an image forming operation for an image relating to desired subject data by the 
image forming means, stores first identification information, which is detected by the 



Application/Control Number: 10/775,091 Page 4 

Art Unit: 2625 

detecting means from the holding means of a first recording medium on which the 
image relating to the desired subject data is recorded (column 6, lines 65-67 and 
column 7, lines 1-7, where the database stores information about the identification of 
the image data), and the desired subject data in association with each other (column 7, 
lines 2-7, printing data associated with the page ID); 

retrieving means that retrieves subject data corresponding to second 
identification information detected by the detecting means from plural subject data 
stored in the database means at a timing independent from the image forming operation 
for the image relating to the desired subject data (column 10, lines 34-41, where the 
scanner identifies another page ID (second identification information) and retrieves its 
information from the database server); and 

control means that controls, in accordance with a result of the retrieval by the 
retrieving means, the image forming means to form an image relating to the subject 
data corresponding to the second identification information retrieved by the retrieving 
means on a second recording medium different from the first recording medium (column 
10, lines 34-45, where the printing data retrieved is outputted to a printing device). 

(2) regarding claims 2 and 20: 

Mukai '329 further discloses storing means that stores the plural subject data 
(column 6, lines 52-55, external storage); and 

selecting means that is capable of selecting the desired subject data from the 
plural subject data stored in the storing means (column 6, lines 65-67 and column 7, 
lines 1-7, where the information related to certain searched ID is retrieved). 
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(3) regarding claims 3, 7, 21 and 25: 

Mukai '329 further discloses wherein at least a part of the image forming means, 
the detecting means, the storing means, the selecting means, the database means, and 
the retrieving means are connected via a network (column 6, lines 56-59). 

(4) regarding claims 6 and 24: 

Mukai '329 further discloses wherein the subject data includes image data 
(column 8, lines 57-61). 

(5) regarding claims 8 and 26: 

Mukai '329 further discloses wherein the database means further stores 
additional information, which is related to the image forming operation of the image of 
the subject data, in association with the subject data (column 6, lines 63-64 and column 
7, lines 1-9, where the PDL data describes the original image, and the original image 
quality is ensured), and 

the retrieving means retrieves the subject data corresponding to the additional 
information in the case where information identical with the additional information is 
inputted at a timing independent from the image forming operation (column 10, lines 34- 
41, where the scanner identifies another page ID (second identification information) and 
retrieves its information from the database server and column 7, lines 3-7, where if the 
scanned image is found in the external storage, the image just captured is discarded 
and instead the saved one is retrieved). 

(6) regarding claims 10 and 28: 
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Mukai '329 further discloses wherein the database means further stores, in 
accordance with the image forming operation for the image of the retrieved subject data 
by the image forming means, identification information (column 10, lines 34-41, where 
the scanner identifies a page ID and retrieves its information from the database server), 
which is detected by the detecting means from the holding means of the second 
recording medium on which the image relating to the retrieved subject data is recorded 
(71 page ID recognizer Fig. 1), and the retrieved subject data in association with each 
other (column 10, lines 38-41 , where the data retrieve is associated with the page ID). 

(7) regarding claims 11 and 29: 

Mukai '329 further discloses an image forming system (Fig. 1) comprising: 

image forming means that forms an image relating to subject data on a recording 
medium having holding means that holds identification information specific to the 
recording medium (column 4, lines 64-67 and column 5, lines 1-3, where the assigned 
page ID is printed on the page that would have the identification information); 

detecting means that detects the identification information held by the holding 
means of an arbitrary recording medium on which an image is recorded (column 6, lines 
63-67, where the scanner detects the ID from the paper); and 

control means that acquires subject data corresponding to the identification 
information detected by the detecting means and controls the image forming means to 
form an image relating to the acquired subject data on the recording medium (column 
10, lines 34-45, where the printing data retrieved is outputted to a printing device). 

(8) regarding claims 12 and 30: 
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Mukai '329 further discloses wherein the control means includes retrieving 
means that retrieves the subject data corresponding to the identification information, 
which is detected by the detecting means, from plural subject data stored in storing 
means (column 10, lines 34-41, where the scanner identifies a page ID and retrieves its 
information from the database server). 

(9) regarding claims 13 and 31 : 

Mukai '329 further discloses wherein the detecting means detects identification 
information from the holding means in a non-contact manner (page ID recognizer 17 in 
Fig. 7, and it is inherent that barcodes are read in a non-contact manner). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 4-5 and 22-23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mukai (US 6,466,329) in view of Kohno (US 5,042,619). 

(1) regarding claims 4 and 22: 

Mukai '329 further discloses a detection unit in the vicinity of a moving path of the 
recording medium having in the image forming operation (page ID recognizer 71 in Fig. 
1) and a recording medium brought close to the image forming means (column 10, lines 
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34-41, where a page is being brought to the scanner so that the ID information can be 
obtained). 

Mukai '329 discloses all the subject matter as described above except wherein 
the detecting means includes a first detection unit for detecting the first identification 
information and a second detection unit for detecting the second identification 
information, and 

the first detection unit is provided in the vicinity of a moving path, and the second 
detection unit is provided at a position where the second detection unit can read out the 
second identification information in the case where the recording medium is brought 
close. 

However, Kohno '619 teaches wherein the detecting means includes a first 
detection unit for detecting the first identification information and a second detection unit 
for detecting the second identification information (column 4, lines 36-51, where the 
device (in this case cash register) contains 2 bar code reader as can be seeing in Fig. 4, 
which are capable of detection identification information from two different objects), and 

the first detection unit is provided in the vicinity of a moving path (30 in Fig. 4, 
where the bar code scanner is in the vicinity of the moving path), and the second 
detection unit is provided at a position where the second detection unit can read out the 
second identification information in the case where the recording medium is brought 
close (34 in Fig. 4, where if a person desires to take a product from the moving path and 
scan it in the second bar code reader, its possible because both of them read the same 
information). 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have to detecting units for detection of identification 
information and that each of the detection devices are in different positions of the 
system as taught by Kohno '619 in the system of Mukai '329. By adding two bar codes 
to the system of Mukai '329 instead of one, to increase the chances of getting a read of 
the ID information from the recording medium as well as to make the system user 
friendlier by allowing the user to choose what is the easiest way to scan a page and still 
obtain the information. 

(2) regarding claim 5 and 23: 

Mukai '329 further discloses wherein at least one of the first detection unit and 
the second detection unit detects identification information from the holding means of 
the recording medium in a non-contact manner (page ID recognizer 17 in Fig. 7, and it 
is inherent that barcodes are read in a non-contact manner). 

7. Claims 9 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mukai (US 6,466,329) in view of Bontempi (US 2003/0137689). 
(1) regarding claims 9 and 27: 

Mukai '329 discloses all the subject matter as described above except wherein 
the additional information includes identification information of an apparatus and 
application software which executed the image forming operation for the image of the 
subject data. 

However, Bontempi '689 teaches wherein the additional information includes 
identification information of an apparatus and application software which executed the 



Application/Control Number: 10/775,091 Page 10 

Art Unit: 2625 

image forming operation for the image of the subject data (paragraph [0033], where the 
information received includes printer identification field and a printer driver which 
executed the image forming operation). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made that the additional information includes identification information 
of an apparatus and application software which executed the image forming operation 
for the image of the subject data as taught by Bontempi '689 in the system of Mukai 
'329. This enhances the capabilities of the system by allowing it to specify which printer 
and which software to use for the creation of the image print out. 
8. Claims 14 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mukai (US 6,466,329) in view of Teraura (US 2002/01709730). 

(1) regarding claims 14 and 32: 

Mukai '329 discloses all the subject matter as described above except wherein 
the holding means includes an RFID tag. 

However, Teraura '730 teaches wherein the holding means includes an RFID tag 
(abstract). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made that the holding means includes an RFID tag as taught by 
Teraura '730 in the system of Mukai '329. It is convenient that a software is delivered 
with its manual in one body. Thus, it is required to store digital data readable by a 
computer together with visual data, i.e., characters, figures, and photo image in the 
same medium or a combined medium (paragraph [0004]). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LENNIN R. RODRIGUEZ whose telephone number is 
(571)270-1678. The examiner can normally be reached on Monday - Thursday 7:30am 
- 6:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, King Poon can be reached on (571) 272-7440. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/King Y. Poon/ 

Supervisory Patent Examiner, Art Unit 2625 

Lennin Rodriguez 
3/13/08 



